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1 )KI Responsive to communication(s) filed on 22 October 2008 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 
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6) |EI Claim(s) 40-59 is/are rejected. 
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DETAILED ACTION 

Acknowledgements 

1 . This communication is in response to the original Application No. 10/588,275 
filed on 22 October 2008. 

2. Claims 40-59 are currently pending and have been fully examined. 

3. Claims 1-39 have been cancelled by the Applicant. 

4. For the purpose of applying the prior art, PreGrant Publications will be 
referred to using a four digit number within square brackets, e.g. [0001]. 

Examiner's Comments/Remarks 

5. Clauses (e.g. whereby, thereby, wherein) that merely states the result of the 
limitation(s) of a claim(s) does not limit the scope of the claim(s). 1 Therefore, what the 
indication comprises, as recited in claim 41, will not limit the scope of the claim. 

Examiner would like to point out that the language of claim 41 , and in others, 
describes, "non-functional descriptive material." For example, as to claim 41 , Applicant 
recites, "wherein the indication... is valid. ...is invalid." However, this is an example of 
non-functional descriptive material. 1 

Claim 46 contains similar language found in claim 41 . 

In light of Applicants' choice to pursue method claims, Applicants are also 
reminded that functional recitations using the word "for," "configured to," or other 



1 In re Gulack, 217 USPQ 401 (Fed. Cir. 1983), In re Ngai, 70 USPQ2d (Fed. Cir. 2004), In re Lowry, 32 
USPQ2d 1031 (Fed. Cir. 1994); MPEP 2106.01 II; Where the printed matter is not functionally related to 
the substrate, the printed matter will not distinguish the invention from the prior art in terms of patentability 
.... [T ]he critical question is whether there exists any new and unobvious functional relationship between 
the printed matter and the substrate; 
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functional terms 2 (e.g. see claim 48, which recites, "...means for ...") have been 
considered but are not given patentable weight 3 because they fail to add any structural 
limitations and are thereby regarded as intended use language. To be especially clear, 
all limitations have been considered; however, a recitation of the intended use in a 
method claim must result in a structural difference between the claimed product and the 
prior art in order to patentably distinguish the claimed product from the prior art. If the 
prior art structure is capable of performing the intended use, then it reads on the 
claimed limitation. 4 Unless expressly noted otherwise by the Examiner, the claim 
interpretation principles in this paragraph apply to all examined claims currently 
pending. 

Claims 49-51 contains similar language found in claim 48. 

Examiner would like to point out that the language of claim 59, and in others, 
describes, "non-functional descriptive material." For example, as to claim 59, Applicant 
recites, "computer instruction code embodied on said computer...." However, Applicant 
seems to be missing the proper Beauregard language "...when executed, causes the 
computer/processor to perform...." Therefore, is an example of non-functional 
descriptive material. 5 



2 MPEP §2106 II C; 

3 In re Gulack, 703 F. 2d 1381, 217 USPQ 401 , 404 (Fed. Cir. 1983)(stating that although all limitations must be 
considered, not all limitations are entitled to patentable weight); 

4 In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967) ("The manner or method in which such machine is to be 
utilized is not germane to the issue of patentability of the machine itself."); In re Otto, 136 USPQ 458, 459 (CCPA 
1963). See also MPEP §§2114 and 2115. 

5 In re Gulack, 217 USPQ 401 (Fed. Cir. 1983), In re Ngai, 70 USPQ2d (Fed. Cir. 2004), In re Lowry, 32 
USPQ2d 1031 (Fed. Cir. 1994); MPEP 2106.01 II; Where the printed matter is not functionally related to 
the substrate, the printed matter will not distinguish the invention from the prior art in terms of patentability 
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Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. §112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 46, 50, 53 and 57 are rejected under 35 U.S.C. §1 1 2, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 46 recites the limitation "the step of transmitting" in 46. There is 
insufficient antecedent basis for this limitation in the claim. It is unclear, which 
"transmitting step" the Applicant is referring to. (e.g. transmitting the electronic order to 
the validation server, or transmitting the electronic order to at least one relevant 
merchant or transmitting the report to one....) Therefore, the scope of the claim is not 
clear. One of ordinary skill in the art would not be reasonably apprised of the scope of 
the invention. 

Claims 50, 53 and 57 contains similar language or like deficiencies found in claim 

46. 



.... [T ]he critical question is whether there exists any new and unobvious functional relationship between 
the printed matter and the substrate; 



USPTO 



Page 4 



8/9/2010 



Application/Control Number: 10/588,275 
Art Unit: 3685 



Page 5 



Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. §1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 40-43, 48, 52, 55 and 59 are rejected under 35 U.S.C. §1 02(e) as being 
anticipated by Hughes et al .. (US 2008/0255982) (" Hughes "). 



As to claims 40. 48. 52, 55 and 59: 

Hughes expressly teaches: 

transmitting an electronic order of the customer over the public data network from 
the customer computer to a validation server that validates order critical data 
included in the order ([0005], [0049], [0062], [0079], Figures 1, 2A, 4-7); 

the validation server executing the steps of: verifying said order critical data 
([0005], [0049], [0062], [0079], Figures 1, 2A, 4-7); and 

generating an indication of the validity or otherwise of the order critical data 
([0005], [0049], [0062], [0079], Figures 1, 2A, 4-7); 



As to claim 41: 

Hughes expressly teaches: 

wherein the indication of whether the order critical data is valid or otherwise 
comprises an indication that the order critical data has been altered in the event 
that the order critical data is invalid ([0005], [0049], [0062], [0079], Figures 1, 2A, 
4-7); 
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As to claim 42: 

Hughes expressly teaches: 

further comprising the step of the validation server transmitting the electronic 
order to at least one relevant merchant for fulfillment in the event that the order 
critical data is valid ([0063], Figure 4) 

As to claim 43: 

Hughes expressly teaches: 

further comprising the step of the validation server rejecting the electronic order 
in the event that the order critical data is invalid ([0005], [0049], [0062], [0079], 
Figures 1 , 2A, 4-7); 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. §1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 44 and 49 are rejected under 35 U.S.C. §1 03(a) as being unpatentable 
over Hughes and in view of Carpenter etal. , (US 2004/0205003) {" Carpenter" ). 



As to claims 44 and 49: 

Hughes teaches substantially as claimed: 

further comprising the validation server executing the steps of: 

including information indicating whether or not said order critical data is valid 
([0005], [0049], [0062], [0079], Figures 1, 2A, 4-7); and 
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to one or more relevant merchants receiving the electronic order thus enabling 
said merchants to identify if order critical data in the electronic order is valid 
([0005], [0049], [0062], [0079], Figures 1, 2A, 4-7); 

Hughes does not expressly teach: 

generating a report; 

transmitting the report; 
However, Carpenter expressly teaches: 

generating a report ([0025]-[0026], [0030], Claim 14); 

transmitting the report ([0025]-[0026], [0030], Claim 14); 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hughes to include the features of Carpenter because they both 
teach the related art of using a validation server to process transactions. 

12. Claims 45 and 56 are rejected under 35 U.S.C. §1 03(a) as being unpatentable 

over Hughes . 

As to claim 45 and 56: 

Hughes teaches substantially as claimed: 

to the customer computer over the public data network ([0005], [0049], [0062], 
[0079], Figures 1, 2A, 4-7); and 

generating the electronic order ([0005], [0049], [0062], [0079], Figures 1, 2A, 4- 
7); 

Hughes does not expressly teach: 

the customer downloading product details from the commerce server; 
using the product details downloaded from the commerce server. 
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The Examiner takes Official Notice that the customer downloading product details from 
the commerce server and using the product details downloaded from the commerce 
server is old and well known, in the related art. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to combine the teachings of 
Hughes with the commonly recognized practice of the customer downloading product 
details from the commerce server and using the product details downloaded from the 
commerce server because transmitting "product details" to customers is an efficient 
method of providing customer with information necessary to complete a purchase. 6 



1 3. Claims 46-47, 50-51 , 53-54 and 57-58 are rejected under 35 U.S.C. §1 03(a) as 
being unpatentable over Hughes and in view of Wasilewski , (US 2003/0018976) 
(" Wasilewski "). 



As to claims 46, 50, 53, 57: 

Hughes discloses as discussed above; however, Hughes does not expressly disclose: 

wherein said product details comprises the order critical data and wherein the 
order critical data is digitally signed with a secret key, and 



Jang (US 2004/0059684); [0034] Referring to FIG. 4, an employee who desires to purchase a product 
from an Internet electronic commerce site, which is operated by the electronic commerce server 1 of a 
particular company, connects to the electronic commerce server 1 through the Internet 5 via a PC or 
mobile phone (3a or 3b) and logs into the electronic commerce server 1 by inputting the ID and password 
stored in the employee data base 23 (Step 401). The home page of the electronic commerce site 
operated by the electronic commerce server 1 is displayed on the employees' PC or mobile phone. The 
employee searches the electronic commerce site. The control module 20 of the electronic commerce 
server 1 extracts product information from the product data base 21 and transmits the information 
via the communication module 24. so that the product information is displayed (Step 402). When 
the employee decides to purchase a product, the information on the chosen product is provided 
to the control module 20 of the electronic commerce server 1 via the communication module 24 of 
the electronic commerce server 1 (Step 403). 
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wherein: 

the step of transmitting comprises transmitting the digital signature along with the 
electronic order; and 

the step of verifying comprises the validation server verifying that the digital 
signature corresponds with the order critical data. 

However, Wasilewski expressly teaches: 

wherein said product details comprises the order critical data and wherein the 
order critical data is digitally signed with a secret key ([0028]-[0029], [0030], 
[0032], [0035]); and wherein: 

the step of transmitting comprises transmitting the digital signature along with the 
electronic order ([0002], [0013], [0031]-[0032], [0035]-[0036], Claims 10, 17, 28 
30); and 

the step of verifying comprises the validation server verifying that the digital 
signature corresponds with the order critical data ([0013], [0032], [0035]-[0036]); 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Hughes to include the features of Wasilewski because they are both 

in the related art of processing ecommerce transactions. 



As to claims 47, 51, 54, 58: 

Hughes discloses as discussed above; however, Hughes does not expressly disclose: 

wherein the order critical data is duplicated in said product details, which 
comprise a first copy of the order critical data in unencrypted form and a second 
copy encrypted using a secret key, and wherein: 

the step of transmitting includes transmitting the encrypted copy of the order 
critical data along with the electronic order; and 

the step of verifying includes the validation server verifying that the encrypted 
data corresponds with the unencrypted order critical data in the electronic order. 
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The Examiner takes Official Notice that wherein the order critical data is duplicated in 
said product details, which comprise a first copy of the order critical data in unencrypted 
form and a second copy encrypted is old and well known . Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to combine the 
teachings of Hughes with the commonly recognized practice of wherein the order critical 
data is duplicated in said product details, which comprise a first copy of the order critical 
data in unencrypted form and a second copy encrypted is old and well known because 
sending "duplicate" requests aids in ensuring that the requests are received to be 
processed. 7 



However, Wasilewski expressly teaches: 

the step of transmitting includes transmitting the encrypted copy of the order 
critical data along with the electronic order ([0002], [0013], [0031]-[0032], [0035]- 
[0036], Claims 10, 17, 28 30); and 

the step of verifying includes the validation server verifying that the encrypted 
data corresponds with the unencrypted order critical data in the electronic order 



7 Brendel (US 6,772,333); A load-balancer assigns incoming requests to servers at a server farm. 
An atomic operation assigns both un-encrvoted clear-text requests and encrypted requests from a 
client to the same server at the server farm . An encrypted session is started early by the atomic 
operation, before encryption is required. The atomic operation is initiated by a special, automatically 
loaded component on a web page. This component is referenced by code requiring that an encrypted 
session be used to retrieve the component. Keys and certificates are exchanged between a server and 
the client to establish the encrypted session. The server generates a secure-sockets-layer (SSL) session 
ID for the encrypted session. The server also generates a server-assignment cookie that identifies the 
server at the server farm. The server-assignment cookie is encrypted and sent to the client along with the 
SSL session ID. The Client decrypts the server-assignment cookie and stores it along with the SSL 
session ID. The load-balancer stores the SSL session ID along with a server assignment that identifies 
the server that generated the SSL session ID. When other encrypted requests are generated by the client 
to the server farm, they include the SSL session ID. The load-balancer uses the SSL session ID to send 
the requests to the assigned server. When the client sends a non -encrypted clear-text request to the 
server farm, it includes the decrypted server-assignment cookie. The load balancer parses the clear-text 
request to find the server-assignment cookie. The load-balancer then sends the request to the assigned 
server. 
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([0002], [0013], [0031]-[0032], [0035]-[0036], Claims 10, 17, 28 30); 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Hughes to include the features of Wasilewski because they are both 
in the related art of processing ecommerce transactions. 



Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. 

Jang (US 2004/0059684); [0034] Referring to FIG. 4, an employee who desires to purchase a product 
from an Internet electronic commerce site, which is operated by the electronic commerce server 1 of a 
particular company, connects to the electronic commerce server 1 through the Internet 5 via a PC or 
mobile phone (3a or 3b) and logs into the electronic commerce server 1 by inputting the ID and password 
stored in the employee data base 23 (Step 401). The home page of the electronic commerce site 
operated by the electronic commerce server 1 is displayed on the employees' PC or mobile phone. The 
employee searches the electronic commerce site. The control module 20 of the electronic commerce 
server 1 extracts product information from the product data base 21 and transmits the information 
via the communication module 24. so that the product information is displayed (Step 402). When 
the employee decides to purchase a product, the information on the chosen product is provided 
to the control module 20 of the electronic commerce server 1 via the communication module 24 of 
the electronic commerce server 1 (Step 403). 



Brendel (US 6,772,333); A load-balancer assigns incoming requests to servers at a server farm. An 
atomic operation assigns both un-encrypted clear-text reguests and encrypted reguests from a 
client to the same server at the server farm . An encrypted session is started early by the atomic 
operation, before encryption is required. The atomic operation is initiated by a special, automatically 
loaded component on a web page. This component is referenced by code requiring that an encrypted 
session be used to retrieve the component. Keys and certificates are exchanged between a server and 
the client to establish the encrypted session. The server generates a secure-sockets-layer (SSL) session 
ID for the encrypted session. The server also generates a server-assignment cookie that identifies the 
server at the server farm. The server-assignment cookie is encrypted and sent to the client along with the 
SSL session ID. The Client decrypts the server-assignment cookie and stores it along with the SSL 
session ID. The load-balancer stores the SSL session ID along with a server assignment that identifies 
the server that generated the SSL session ID. When other encrypted requests are generated by the client 
to the server farm, they include the SSL session ID. The load-balancer uses the SSL session ID to send 
the requests to the assigned server. When the client sends a non -encrypted clear-text request to the 
server farm, it includes the decrypted server-assignment cookie. The load balancer parses the clear-text 
request to find the server-assignment cookie. The load-balancer then sends the request to the assigned 
server. 

Any inquiry concerning this communication or earlier communication from 
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the examiner should be directed to Mr. Dante Ravetti whose telephone number is 
(571 ) 270-3609. The examiner can normally be reached on Monday - Thursday 
9:00am-5:00pm. 

If attempts to reach examiner by telephone are unsuccessful, the 
examiner's supervisor, Mr. Calvin Hewitt may be reached at (571) 272-6709. The 
fax phone number for the organization where this application or proceeding is 
assigned is (571) 270-4609. 

Information regarding the status of an application may be obtained from 

the Patent Application Information Retrieval (PAIR) system. Status information 

for published applications may be obtained from either Private PAIR or Public 

PAIR. Status information for unpublished applications is available through 

Private PAIR only. For more information about the PAIR system see 

http://pair-dsrect,uspto,gov. Should you have questions on access to the private 

PAIR system, please contact the Electronic Business Center (EBC) at 1-(866) 

217-9197. If you would like assistance from a USPTO Customer Service 

Representative or access to the automated information system, call 1-(800) 786- 

91 99 (IN USA or CANADA) or 1 -(571 ) 272-1 000. 

/Dante Ravetti/ 
Examiner, Art Unit 3685 
Wednesday, August 04, 2010 

/Charlie C Agwumezie/ 
Primary Examiner, Art Unit 3685 
August 7, 2010 
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